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1 . Claims 1-13 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Firstly, with respect to claim 1, applicants have failed to set forth a basis for the claimed 
mass percents. It is unclear if they are based on the weight of the composition or some other 
entity. 

Secondly, with respect to claim 9, the "block polyisocyanate composition" lacks 
antecedent basis from claim 1 . 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

3. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Asahina et 
al. ('048) in view of Slack et al. ('519) or Bernard et al. (US 2003/0096909 Al). 
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Asahina et al. disclose polyisocyanates, blocked polyisocyanates, and coating 
compositions derived from reacting the polyisocyanate or blocked polyisocyanate with a polyol, 
wherein the polyisocyanates have a number of terminal isocyanate groups of 5 to 20 and are 
produced by reacting an aliphatic diisocyanate, cycloaliphatic diisocyanate, or mixture thereof 
with a polyhydroxyl compound having a functionality of 4.5 to 10 at an NCO/OH ratio of 2:1 to 
30:1 and removing substantially all unreacted diisocyanate monomer. Patentees further disclose 
the presence of cyclic trimer (isocyanurate) and allophanate groups and further disclose that the 
polyisocyanate has a viscosity as high as 200,000 mPa's/25°C. See abstract; column 6, lines 13+; 
column 7, lines 58+; column 8; column 10, lines 18+; column 11, lines 16+; column 12, lines 21; 
and column 16, lines 30-41. Furthermore, in view of the disclosure and examples, applicants' 
claimed polyol component concentration is considered to be met. See Table 1 . 
4. Though Asahina et al. disclose that mixtures of polyisocyanates can be used, patentees 
fail to disclose applicants' claimed ratio of aliphatic diisocyanate to alicyclic diisocyanate and 
further fail to disclose the claimed glass transition temperature range. However, the use of 
blends of aliphatic diisocyanate, such as hexamethylene diisocyanate, and alicyclic diisocyanate, 
such as isophorone diisocyanate, in the production of polyisocyanate compositions, intended for 
use in coating compositions was known at the time of invention. Slack et al. disclose such 
blends in the production of high viscosity, high equivalent weight polyisocyanate mixtures 
containing both allophanate and isocyanurate group and the use of the polyisocyanates to 
produce coatings. See abstract. Bernard et al. disclose within paragraph [0018] that blends of 
hexamethylene diisocyanates derivatives and isophorone diisocyanate derivatives are used to 
control the rate of surface drying and further disclose a relationship between surface hardness 
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and glass transition temperatures. Therefore, the position is taken that that the teachings of the 
references establish that the ratio of aliphatic diisocyanate to alicyclic diisocyanate and the glass 
transition temperatures of the polyisocyanates are result effective variables, and the position is 
taken that discovering optimum values of these result effective variables involves only routine 
skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). Accordingly, the 
position is ultimately taken that it would have been obvious to arrive at the claimed ratios and 
glass transition temperatures, based on the teachings of the references. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 



